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□ Responsive to comnnunication(s) filed on ^ ' 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 1_ month(s), or thirty days whichever 

is longer from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 

Disposition of Claims 

K] C!aim(s) ~ ~ P^"^'"^ application. 

Of the above, claim(s) '^/^^^ withdrawn from consideration. 

□ aaim(s) ^ '^/^^^ 

□ Claim(s) . '^/^^^ ^^i^^^^^- 

□ Claim(s) - '^/^^^ 

H Claims 1-5 subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Approved Qisapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 11 9(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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Application/Control Number: 09/284,320 Page 2 

Art Unit: 1647 

DETAILED ACTION 
Election/Restriction 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claim 1 , drawn to a protein, classified in class 530, subclass 300, for example. 

II. Claims 2-5, drawn to DNA and host cell, classified in class 435, subclass 69.1 , for 
example. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions I and II are related as product and process of use. The inventions can be shown to be 
distinct if either or both of the following can be shown: (1) the process for using the product as 
claimed can be practiced with another materially different product or (2) the product as claimed 
can be used in a materially different process of using that product (MPEP § 806.05(h)). In the 
instant case the protein of Group I could be made by an entirely different process, such as 
isolation from nature, rather than using the DNA of Group II. 

3 . Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification and the necessity for non- 
coextensive literature searches, restriction for examination purposes as indicated is proper. 



4. The claims of Groups I-II are drawn to a multitude of nucleic acids (SEQ ID NO:26-75) 
and proteins (SEQ ID NO: 1-2, 4-25). This constitutes recitation of an implied, mis-joined 
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Markush group that contains multiple, independent and distinct inventions. Each of the different 
nucleic acids/ polypeptides are independent and distinct because no common structural or 
functional properties are shared. Accordingly, these claims are subject to restriction under 35 
U.S.C. § 121. 

Upon election of one of Groups I-II, Applicant is additionally required to elect a single 
nucleic acid or protein. This requirement is not to be construed as a requirement for an election 
of species, since each of the compounds recited in alternative form is not a member of a single 
genus of invention, but constitutes an independent and patentably distinct invention. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 

5 . Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a petition under 37 CFR 1 .48(b) and by the 
fee required under 37 CFR 1.1 7(i). 

Please Note: In an effort to enhance communication with our customers and 
reduce processing time, Group 1640 is running a Fax Response Pilot for Written 
Restriction Requirements. A dedicated Fax machine is in place to receive your 
responses. The Fax number is 703-305-3704. A Fax cover sheet is attached to 
this Office Action for your convenience. We encourage your participation in this 
Pilot program. If you have any questions or suggestions please contact Paula 
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COMMENTS: ^ 



IF YOU HAVE NOT RECEIVED ALL THE PAG ES OF THIS TRANSMISSION. PLEASE CObfTACT THE ATTORNEY AT THE 
TELEPHONE NUMBER LISTED ABOVE. 

■N fX^MPLlANCE WITH 109&XXS 30 . THE FILING DATE ACCORDED EACH O^^CIAL F/^ TRANSMJSSI^^^^ 
DEIERMINED BY TOE FAX MACHINE DATC STAMP FOUND ON THE ?^^Vf ^ wmc^S 

DATE B A SATURDAY. SUNDAY. OR FEDERAL HOLIDAY VmHIN THE DISTWCT OF COLUMBIA, IN WHICH CASE THt 
OFHCIAL DATE OF RECEIPT WILL BE THE NEXT BUSINESS DAY . 

TOE DOCUMENT(S) ACCOMPANYING THIS FACSIMILE TOANSMISSION «»NTMN(S) UNnBD 
STATES PATENT AND TOADEMARK OFHCE WHICH IS CONHDEKIIAL ANDj^R LTCAliY5;X°;^^^ irflENDED 
iNmRMATION K TOR THE USE OF THE INDIVIDUAL OR FIRM NAMED ON THIS SHEET. IF YOU ARE NOT THE im >^iJ^ 
SS5^?iuSSS i?<?iS^T ANY DISCLOSURE. COPYING. DBTRIBUTION. <>^^^^l^^l,j, 
ACTTONW ^UaSct ON TOE CONTEKK OF TOIS INFORMATION IS STOCTLY PROHmiTOD. THE I»CUMENTC SHOULD 
flfSSSSiSSilTOJrThSW IFTOISFACSIMILEIS RECEIVED INERROR, 

PLEASE NOTIFY THE ATTORNEY LISTED HEREON IMMEDIATCLY. 



us 092843200CP1 




Creation date: 09-25-2003 
Indexing Officer: AKABIA - ABDUL KABIA 
Team: OIPEBackFilelndexing 
Dossier: 09284320 



Legal Date: 12-18-2000 



iNo. 


Doccode 


Number ofjjages 


Il 


PA.. 





Total number of pages: 4 
Remarks: 



Order of re-scan issued on 



Page 1 



